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As the five-year anniversary approaches for American Invents Act inter partes 
reviews at the Patent Trial and Appeal Board, the available statistics confirm that a 
patent owner’s best chance at avoiding cancellation of its claims is to avoid 
institution of the proceeding in the first place. Once an IPR has been instituted, the 
chances for survival of instituted claims drops dramatically. Accordingly, arguments 
and evidence presented in a patent owner’s preliminary response to the petition[1] 
should be carefully crafted to convince the PTAB that there is not a reasonable 
likelihood that at least one of the claims challenged in the petition is unpatentable. 
Fortunately, for patent owners, there have been a number of developments in the 
past few years that have improved their chances at avoiding institution. 
 
First, the rule changes adopted by the PTAB in April 2016 now allow patent owners to include 
supporting evidence in the form of new testimonial evidence (e.g., expert testimony) in preliminary 
responses to the petition.[2] While genuine issues of material fact created by such testimonial evidence 
will be viewed in a light most favorable to the petitioner,[3] the ability to challenge testimonial evidence 
presented in the petition and to present new evidence to support the patentability of the challenged 
claims greatly increases the chances for a denial of institution. 
 
Second, since petitioners are only permitted to file a reply to the preliminary response based on a 
showing of good cause,[4] in most cases the PTAB will make its decision to institute without the 
opportunity for the petitioner to rebut the arguments made in the patent owner’s preliminary 
response.[5] 
 
Third, in addition to reversals based on claim construction, there were several Federal Circuit decisions 
in 2016 that reversed PTAB findings of obviousness based on insufficient evidence or rationales relied 
upon by the PTAB.[6] 
 
Not coincidentally, based on more effective patent owner preliminary responses and this guidance from 
the Federal Circuit, the PTAB now routinely denies petitions finding that petitioners are failing to meet 
their burden to demonstrate the unpatentability of the claims, especially in instances where a petitioner 
fails to articulate sufficient evidence or rationales to support an obviousness challenge. Guided by these 
growing number of denials, patent owners can develop strategies for identifying deficiencies in petitions 
that will increase their chances of obtaining institution denials. This article summarizes some of the 

 

Denis J. Sullivan 

mailto:customerservice@law360.com


 

 

common deficiencies identified by patent owners and the PTAB in petitions that have resulted in denials 
of institution. 
 
Petitioners’ Recitations of General Principles Articulated by Courts Do Not Provide Sufficient 
Obviousness Rationales 
 
Over the past decade, the U.S. Supreme Court and the Federal Circuit have articulated a number of 
general principles and exemplary rationales that can be used to support an obviousness finding (e.g., 
design choice, combination of known elements to yield predictable results, etc.). Knowing these “buzz 
words,” petitioners often recite these principles in trying provide a rationale for combining or modifying 
prior art references, but fail to provide evidence to support the rationale. The PTAB often criticizes 
petitioners for simply restating the basic obviousness tests and rationales without actually applying 
those principles to the record evidence and facts.[7] 
 
One example where petitioners simply state the principle or rationale to support an obviousness 
challenge is an allegation that the claimed feature is simply an obvious “design choice.” In January 2016, 
the Federal Circuit reversed a PTAB obviousness finding in an IPR where the PTAB concluded that the 
claimed location of a component is “a design choice and is obvious” without any supporting record 
evidence of a “reason ... why a person or ordinary skill in the art would have made the specific design 
choice.”[8] Following that decision, the PTAB denied institution of several petitions in other proceedings 
that asserted that the claimed limitation was simply an “obvious design choice” without providing any 
evidence beyond conclusory expert testimony.[9] 
 
Another example where petitioners simply state the principle or rationale to support an obviousness 
challenge is an allegation that a person of ordinary skill in the art “would have known to,” or “could 
have,” modified the prior art reference to meet the claimed limitation. In May 2016, the Federal Circuit 
reversed a PTAB obviousness finding in an IPR where the PTAB concluded that it would have been 
obvious to modify the prior art to meet the limitation of the challenged claim based on “what one of 
skill in the art ‘would have known’ or ‘could have’ done to meet the limitation.”[10] The Federal Circuit 
clarified that, rather than alleging that a person of ordinary skill in the art “could” have modified the 
prior art, the petitioner must provide evidence that a person of ordinary skill “would” have made the 
modification.[11] Following that decision, the PTAB denied institution of several petitions in other 
proceedings that asserted that the prior art could have been modified to meet the claimed limitation 
without providing any evidence that it would have been obvious to do so.[12] 
 
Yet another example where petitioners simply state the principle or rationale to support an obviousness 
challenge is an allegation that it would have been obvious to combine or modify prior art references 
because the references are analogous art or disclose similar technology. In the past year, the PTAB has 
routinely denied institution when a petitioner simply relies on the fact that the prior art references are 
analogous art to support the proposed combination or modification of the prior art.[13] 
 
Finally, petitioners often allege that that it would have been obvious to combine or modify prior art 
references because the references provide different solutions to the same problem addressed by the 
challenged patent. Rather than find this fact supportive of the obviousness rationale, in the past year, 
the PTAB has denied intuition in several instances where the petitioner failed to articulate a sufficient 
reason to modify a primary prior art reference that already disclosed a solution to the very same 
problem addressed by the patent.[14] 
 
 



 

 

Conclusion 
 
The PTAB’s recent decisions denying institution of IPRs based on insufficient evidence of obviousness in 
a petition provide patent owners with guidance on how to avoid institution of challenges to their claims. 
Likewise, these decisions also provide guidance to petitioners to ensure that their petitions provide 
sufficient evidence to support obviousness rationales to avoid denial of institution. 
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